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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 15 April 2005 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-8, 10, 13, 14, 16-20 and 43-61 is/are pending in the application. 

4a) Of the above claim(s) 13,14,16-20 and 43-61 is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) E3 Claim(s) 1-8 and 10 is/are rejected. 

7) E3 Claim(s) 1-8 and 10 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. §119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 0 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 
1 . Applicant's election with traverse of Group I, in the reply filed on 04/1 5/2005, is 
acknowledged. The traversal is on the ground(s) that as amended, the currently 
presented claims link each of the separate groups identified in the Office Action, mailed 

3/15/2005 and that accordingly, pursuant to MPEP §809.03, the claims should be 

examined together. This is not found persuasive because, contrary to Applicant's 
arguments, the amendments do not link the restricted inventions as set forth in to MPEP 

§809.03. Newly presented claim 50 is drawn to a method of detecting cancer using a 

polynucleotide of claim 7 or the antibody of claim 19. Newly presented claim 50, 
therefore, links methods of detecting cancer that would employ either a nucleic acid or 
an antibody. Group I, as set forth in the requirement for restriction, is drawn to a 
composition that is a polynucleotide. This composition is not therefore linked to group 
IX by claim 50 in part because, as a method, claim 50 would link patentably distinct 
methods requiring the use of nucleic acids or antibodies, but does not link claims to a 
composition, which would be patentably distinct from the method based on a product 
and process of use relationship, as was set forth and properly restricted in the Action 
mailed 3/15/2005 (see pg. 7, section 6). Similarly, Group I is not linked to Group IV by 
claim 45 because claim 45 is a method and is patentably distinct from the product 
claimed in Group I and is properly restricted because the product can be used in 
materially different process of using that product which would be a method of detecting 
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cell or tissue specific gene expression. Groups I is not linked to Group II by claims 13- 
18 because these inventions are unrelated as set forth on pg. 5, section 3 of the Action 
mailed 3/15/05. It is noted here that claim 15, which is cancelled in the instant 
application, is referred to in the above argument but was probably not intended to be 
included. Subsequent arguments concerning linked groups I and II are therefore moot 
as the restriction between groups I and II is proper. 

The requirement is still deemed proper and is therefore made FINAL. 

Status of the Application 

2. Claims 1-8, 10, 13-14, 16-20 and 43-61 are pending in this application. Claims 9, 
11-12, 15 and 21-42 were cancelled by Applicant in the communication filed 4/15/05. 
Claims 13-14, 16-20 and 43-61 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b), as being drawn to a nonelected invention there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 4/15/05. 

Information Disclosure Statement 

3. The information disclosure statements (IDS) submitted on 7/25/2003 and 
5/31/2005 are in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statements are being considered by the examiner. However, 
references II, JA, which appear on the IDS filed 5/31/2005, could not be located in the 
Application file and have therefore not been considered. Additionally, reference HV, 
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which appears on the IDS filed 5/31/2005, has not been considered because this 
reference is not a complete reference and the accompanying artifact (CD filed with the 
IDS of 5/31/2005 as an artifact) that is purported to contain the remainder of this 
reference is not proper subject matter for submission as a CD, in accordance with 37 
CFR 152(e). 

Claim Objections 

4. Applicant is advised that should claim 2 be found allowable, claim 5 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

5. Claims 1-8 and 10 are objected to because of the following informalities: As 
stated in MPEP § 2173.05(s) in regards to references to figures and tables in claims: 

Where possible, claims are to be complete in 
themselves. Incorporation by reference to a specific 
figure or table "is permitted only in exceptional 
circumstances where there is no practical way to 
define the invention in words and where it is more 
concise to incorporate by reference than duplicating a 
drawing or table into the claim. Incorporation by 
reference is a necessity doctrine, not for applicant's 
convenience." Ex parte Fresso. 
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In the instant case, there is no reason that the claimed polynucleotide that 
encodes amino acids contained in Figure 1 or comprises contiguous nucleotides from 
the coding region of the nucleic acid sequence in Figure 1, cannot be identified in the 
claims by the appropriate sequence identifier (SEQ ID NO:). This is not an exceptional 
circumstance and the SEQ ID NO: is a practical way to define the invention in words. 
Appropriate correction is required. 

6. Claim 1 is objected to because of the following informalities: Claim 1 recites, 
"selected from a group consisting of:...", which is improper format for a Markush type 
claim, as it should properly recite, "selected from the group consisting of:...". 
Appropriate correction is required. 

Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claims 1, 7-8 and 10 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claim 1 recites, "a polynucleotide encoding 
amino acids from about 1 to about 188 of the amino acid sequence contained in Figure 
1." However, the skilled artisan cannot determine the metes and bounds of what is 
being claimed because there is no context for determining what is being claimed by a 
polynucleotide encoding amino acids " from about 1 to about 188 of the amino acid 
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sequence in Figure 1". The skilled artisan cannot determine, from the present claim 
terminology, what amino acids are required to be encoded by the claimed 
polynucleotide. Does the claimed polynucleotide encode about 1 amino acid of the 
amino acid sequence contained in Figure 1 , and if its is only about 1, which is it? The 
claim language "from about 1 to about 188 of the amino acid sequence in Figure 1," for 
example, does not limit this amino acid to the first encoded amino acid. Does the 
claimed polynucleotide encode about 188 amino acids of the amino acid sequence 
contained in Figure 1 or does the polynucleotide encode some number of amino acids 
that is between 1 and 188 of the amino acid sequence contained in Figure 1, and if so 
which ones? Claims 7-8 and 10 are rejected due to their dependence on a rejected 
claim. 

9. Claim 6 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 6 is drawn to an isolated nucleic acid molecule 
comprising a polynucleotide that encodes a polypeptide wherein, "said polypeptide has 
an amino acid sequence selected from the group consisting of amino acids from about 1 
to about 188 of the amino acid sequence contained in Figure 1." However, the skilled 
artisan cannot determine the metes and bounds of what is being claimed because the 
amino acid sequence of the polypeptide that is encoded by the claimed polynucleotide, 
cannot be determined from the present claim terminology. The skilled artisan cannot 
determine what amino acid sequence, selected from the group consisting of amino 
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acids from about 1 to about 188 of the amino acid sequence contained in Figure 1, is 
being claimed. Does the claimed polypeptide have about 1 amino acid of the amino 
acid sequence contained in Figure 1 , and if its is only about 1 , which one is it? The 
claim language "amino acids from about 1 to about 188 of the amino acid sequence 
contained in Figure 1 " for example, does not limit this amino acid to the first encoded 
amino acid. Does the claimed polypeptide have about 188 amino acids of the amino 
acid sequence contained in Figure 1 or does the claimed polypeptide have some 
number between 1 and 188 amino acids of the amino acid sequence contained in 
Figure 1 , and if so which ones? 

1 0. It is suggested to Applicant that inclusion of a particular SEQ ID NO: for the 
instantly claimed polynucleotide and claim language which provides a context for the 
numbers included in the claims, so that the particular amino acids that are required to 
be encoded by the claimed polynucleotide can be specifically identified, could be 
remedial in overcoming the rejections above. 

1 1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

12. Claims 1, 6-8 and 10 rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
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which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. This is a written description rejection. 

Claim 1 is broadly drawn to an isolated nucleic acid molecule comprising a 
polynucleotide selected from the group consisting of (a) a polynucleotide encoding 
amino acids from about 1 to about 188 of the amino acid sequence contained in Figure 
1 ; (b) a polynucleotide encoding amino acids from about 2 to about 188 of the amino 
acid sequence contained in Figure 1; (c) the polynucleotide complement of the 
polynucleotide of (a) or (b); and (d) a polynucleotide at least 90% identical to the 
polynucleotide of (a), (b) or (c). Claim 6 is broadly drawn to an isolated nucleic acid 
molecule comprising a polynucleotide encoding a polypeptide, wherein except for at 
least one conservative amino acid substitution, addition or deletion, said polypeptide 
has an amino acid sequence selected from the group consisting of (a) amino acids from 
about 1 to about 188 of the amino acid sequence in Figure 1 and (b) amino acids from 
about 2 to about 188 of the amino acid sequence in Figure 1. 

Claim 1 reads broadly on a vast genus of polynucleotides that encode about 1 or 
about 2 to about 188 of the amino acid sequence contained in figure 1 (which is SEQ ID 
NO: 2), the complement of a or b, and any polynucleotide that is at least 90% identical 
to a or b or the complement of a or b. However, the specification as filed does not 
provide an adequate written description of the broad genus of polynucleotides claimed 
that can be 90% identical to a or b, commensurate with the breadth of what is claimed, 
that will be any polynucleotide that can be 90% identical to a or b that will encode about 
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1 or about 2 to about 1 88 of the amino acid sequence contained in figure 1 . The skilled 
artisan cannot immediately envision that Applicant was in possession of this broadly 
claimed genus. 

Claim 6 reads broadly on a vast genus of polynucleotides that encode any 
polypeptide that, except for at least 1 conservative amino acid substitution, addition or 
deletion, which can be any conservative amino acid substitution, addition or deletion, 
will encode amino acids from about 1 or about 2 to about 188 of the amino acid 
sequence in figure 1. However, the specification as filed does not provide an adequate 
written description of the broad genus of polynucleotides claimed that encode 
polypeptides wherein except for at least 1 conservative amino acid substitution, addition 
or deletion, which can be any conservative amino acid substitution, addition or deletion, 
the polynucleotide will encode amino acids from about 1 or about 2 to about 188 of the 
amino acid sequence in figure 1. The skilled artisan cannot immediately envision that 
Applicant was in possession of this broadly claimed genus. 

The specification as filed provides no examples of polynucleotide that are less 
than 100% identical to the claimed polynucleotide and only general guidance in regard 
to how one of skill in the art would identify a polynucleotide that was of a given percent 
identity with another polynucleotide using a computer alignment. The specification 
provides only general guidance concerning how one skilled in the art would recognize, 
generally, what amino acid substitutions, additions or deletions would be conservative, 
generally, in polypeptides. The specification provides no specific guidance in regards to 
the structure of a polynucleotide that can be 90% identical to the polynucleotide claimed 
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in a and b of claim 1 , wherein any 10% of the nucleobases in the polynucleotide can be 
non-identical, that will still function commensurate with the breath of what is claimed, 
that will encode about 1 or about 2 to about 188 of the amino acid sequence contained 
in figure 1 . Likewise, the specification provides no specific guidance that would lead the 
skilled artisan to the structure of a polynucleotide that encodes a polypeptide as claimed 
in a and b of claim 1 , wherein except for at least 1 conservative amino acid substitution, 
addition or deletion, which can be any conservative amino acid substitution, addition or 
deletion, the polynucleotide will encode amino acids from about 1 or about 2 to about 
188 of the amino acid sequence in figure 1. The specification does not provide a 
correlation between the structures of the claimed polynucleotides and the functions as 
claimed, wherein these polynucleotides are required to encode amino acids. 

Additionally, the specification as filed does not disclose any distinguishing 
identifying characteristics of the claimed polynucleotides that can be 90% identical to 
the polynucleotides set forth in a and b of claim 1 , that would indicate that applicant was 
in possession of this broadly claimed genus, commensurate with what is now claimed, 
that will encode about 1 or about 2 to about 188 of the amino acid sequence contained 
in figure 1 . Likewise, the specification as filed does not disclose any distinguishing 
identifying characteristics of the claimed polynucleotides that encode polypeptides 
which, except for at least 1 conservative amino acid substitution, addition or deletion, 
which can be any conservative amino acid substitution, addition or deletion, the 
polynucleotide will encode amino acids from about 1 or about 2 to about 188 of the 
amino acid sequence in figure 1. 
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The general guidance and examples provided by the specification are insufficient 
to indicate possession of the broadly claimed genera of polynucleotide as claimed. The 
specification does not provide the specific guidance that would be required to 
reasonably lead one of skill in the art to the instant invention or that would allow the 
skilled artisan to recognize that Applicant was in possession of the instant invention, 
commensurate with what is now claimed and state of the art cannot provide the required 
specific guidance 

MPEP§2163[R-2] I. states: 

To satisfy the written description requirement, a patent specification must describe the 
claimed invention in sufficient detail that one skilled in the art can reasonably conclude 
that the inventor had possession of the claimed invention. See, e.g., > Moba, B.V. v. 
Diamond Automation, Inc., 325 F.3d 1306, 1319, 66 USPQ2d 1429, 1438 (Fed. 
Cir. 2003);< Vas-Cath, Inc. v. Mahurkar, 935 F.2d at 1563, 19 USPQ2d at 1116. 

The fundamental factual inquiry is whether the specification conveys with reasonable 
clarity to those skilled in the art that, as of the filing date sought, applicant was in 
possession of the invention as now claimed. See, e.g., Vas-Cath, Inc., 935 F.2d at 
1563-64, 19 USPQ2dat1117. 

Possession may be shown in a variety of ways including description of an actual 
reduction to practice, or by showing that the invention was "ready for patenting" such 
as by the disclosure of drawings or structural chemical formulas that show that the 
invention was complete, or by describing distinguishing identifying characteristics 
sufficient to show that the applicant was in possession of the claimed invention. See, 
e.g., Pfaff v. Wells Elecs., Inc., 525 U.S. 55, 68, 119 S.Ct. 304, 312, 48 USPQ2d 1641, 
1647 (1998); Eli Lilly, 119 F.3d at 1568, 43 USPQ2d at 1406; Amgen, Inc. v. Chugai 
Pharmaceutical, 927 F.2d 1200, 1206, 18 USPQ2d 1016, 1021 (Fed. Cir. 1991) (one 
must define a compound by "whatever characteristics sufficiently distinguish it"). 

An applicant may also show that an invention is complete by disclosure of sufficiently 
detailed, relevant identifying characteristics which provide evidence that applicant was in 
possession of the claimed invention, i.e., complete or partial structure, other physical 
and/or chemical properties, functional characteristics when coupled with a known or 
disclosed correlation between function and structure, or some combination of such 
characteristics. > Enzo Biochem, 323 F.3d at 964, 63 USPQ2d at 1613.< 



In the instant case, Applicant has not provided adequate written description of 
their invention because the specification does not convey, with reasonable clarity to 
those of skill in the art, as of the filing date sought, that applicant was in possession of 
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the invention now claimed. Applicant has not shown how the invention was "ready for 
patenting" such as by the disclosure of the structure of a polynucleotide that was 90% 
identical to the polynucleotides set forth in a and b of claim 1 , that will function 
commensurate with the breadth of what is now claimed (that shows that the claimed 
invention was complete) or by the disclosure of a polynucleotide that encoded a 
polypeptide wherein, except for at least 1 conservative amino acid substitution, addition 
or deletion, which can be any conservative amino acid substitution, addition or deletion, 
the polynucleotide will encode amino acids from about 1 or about 2 to about 188 of the 
amino acid sequence in figure 1 . Neither has Applicant described any distinguishing 
identifying characteristics sufficient to show that the applicant was in possession of the 
broad genera of polynucleotides, as claimed. 



Claim Rejections - 35 (JSC § 102 

13. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

14. Claims 1-5, 7-8 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Kumar et al 2000 (Reference BB on PTO Form 1449 filed 7/25/03 in this 
Application). Claim 1 is drawn to an isolated nucleic acid molecule comprising a 
polynucleotide selected from the group consisting of the polynucleotide sequences 
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listed as a-d. Dependent claims 2-5, 7-8 and 10 set forth further limitations of the 
nucleic acid of claim 1 wherein it comprises about a certain number of contiguous 
nucleotides of from the coding region identified or of the nucleic acid sequence of SEQ 
ID NO: 1 (as determined by the Examiner from the specification at sections [0006- 
0007], which indicates that the polypeptide identified in figure 1 is SEQ ID NO: 2 and the 
nucleotide sequence identified in figure 1 is SEQ ID NO:1 "), wherein the polynucleotide 
is a cDNA, is comprised in a vector and wherein that vector is comprised in a host cell. 
Kumar et al. is applied as prior art under 35 U.S.C. 102(b) because, as indicated on the 
Table of Contents of Vol. 275, No. 4 of the Journal of Biological Chemistry (attached for 
Applicant's convenience), the Kumar et al. reference was publically available (online in 
Electronic Form) as of January 21 , 2000, which is over 1 year prior to the filing of 
Applicant's provisional Application 60/624,062. 

Kumar et al. disclose the isolation and characterization of a novel tumor necrosis 
factor a inducible gene, SCC-S2, that is an isolated nucleic acid that comprises a 
polynucleotide that encodes all of the amino acids contained in instant Figure 1, that 
further comprises about 10 nucleotides from the coding region identified or contained in 
Figure 1 and about 50 or about 100 contiguous nucleotides from the coding region of 
the nucleic acid sequence in or contained in Figure 1 (as required by dependent claims 
2-5), that is a cDNA that is comprised in a recombinant vector that is comprised in a 
host cell (See: pg. 2973, Abstract; pg. 2974, Figure 1 and legend; pg. 2976, "transient 
transfection and immunoblotting"). Therefore, Kumar et al. anticipate the instant 
invention as set forth in claims 1-5, 7-8 and 10. 
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15. Claims 1-6 are rejected under 35 U.S.C. 102(b) as being anticipated by Patel et 
al 1997 (Reference BK on PTO Form 1449 filed 7/25/03 in this Application). Claims 1-5 
are relied upon as above. Claim 6 is drawn to an isolated nucleic acid molecule 
comprising a polynucleotide encoding a polypeptide wherein, except for at least one 
conservative amino acid substitution, addition or deletion, the polypeptide is selected 
from the group consisting of the polynucleotide sequences listed as a and b in claim 1. 

Based on the 1 12 2 nd paragraph rejection of claims 1 and 6 (above), a 
reasonable interpretation considers that a reference which discloses a polynucleotide 
that encodes any amino acids from about 1 of the amino acids to about 188 of the 
amino acids of the amino acid sequence acid sequence contained in figure 1 would 
apply as prior art. The following prior art is applied. 

Patel et al. disclose an isolated nucleic acid comprising a polynucleotide that 
encodes from about 1 of the amino acid sequence contained in instant Figure 1 to about 
188 of the amino acid sequence contained in instant Figure 1 wherein they disclose the 
size determination, by Northern blot, of expressed SCC-S2 mRNA and state that the 
SCC-S2 mRNA transcript is approximately 2.3 kb in length (pg. 200, discussion, 1 st 
paragraph). The SCC-S2 mRNA transcript identified by Patel et al. is considered 
isolated in that is shown on a northern blot (see figure 2, pg. 200). The SCC-S2 mRNA 
transcript identified by Patel et al., in being a transcript of 2.3 kb, would inherently 
comprise the claimed isolated nucleic acid that comprises a polynucleotide that 
encodes amino acids from about 1 of the amino acid sequence contained in instant 



Application/Control Number: 10/627,571 Page 15 

Art Unit: 1635 

Figure 1 to about 188 of the amino acid sequence contained in instant Figure 1 , that 
further comprised about 10 nucleotides from the coding region identified or contained in 
Figure 1 and about 50 or about 100 contiguous nucleotides from the coding region of 
the nucleic acid sequence in or contained in Figure 1 (as required by dependent claims 
2-5), because the polynucleotide contained in Figure 1 is disclosed as a 1915 bp cDNA. 
An SCC-S2 mRNA transcript of 2.3 kb, absent evidence to the contrary, would encode 
at least one conservative amino acid substitution, addition or deletion based on the 
presence of 800 additional base pairs along its length of 2300 bp (as compared to the 
length of the instantly claimed polynucleotide that is about 1 500 nucleotides (as set forth 
in section [0007 of the specification as filed, nucleotides 397 to 1915 of SEQ ID NO: 1). 
because there will be at least one 3 bp codon in the 800 bp that are not shared between 
the transcript disclosed by Patel et al. and the instantly claimed polynucleotide that 
encodes about 1 of the amino acids of SEQ ID NO: 2 that will constitute a conservative 
addition or deletion because it will not change the activity of the polypeptide encoded by 
the claimed polynucleotide). Therefore, Patel et al. anticipate the instant invention as 
set forth in claims 1-6. 

16. Claims 1-5 and 7-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Horrevoets et al. (Reference AQ on PTO Form 1449 filed 7/25/03 in this Application). 
Claims 1-5 and 7-8 are relied upon as above. 

Horrevoets et al. disclose the isolation and characterization of a novel gene that 
is responsive to tumor necrosis factor which they identify as GG2_1 , that is an isolated 
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nucleic acid that comprises a polynucleotide that encodes amino acids from about 1 of 
the amino acid sequence contained in instant Figure 1 to about 188 of the amino acid 
sequence contained in instant Figure 1, that further comprises about 10 nucleotides 
from the coding region identified or contained in Figure 1 and about 50 or about 100 
contiguous nucleotides from the coding region of the nucleic acid sequence in or 
contained in Figure 1 (as required by dependent claims 2-5), that is a cDNA that is 
comprised in a recombinant vector (See: pgs. 3420, top of col. 1; pg. 3422, col. 2, 
"cloning and analysis of 5 novel cytokine responsive transcripts"; pg. 3424, col. 2, top). 
Therefore, Horrevoets et al. anticipate the instant invention as set forth in claims 1-5 
and 7-8. 

17. Based on the 1 12 2 nd paragraph rejection of claims 1 and 6 (above), a 
reasonable interpretation considers that a reference which discloses a polynucleotide 
that encodes any amino acids from about 1 of the amino acids to about 188 of the 
amino acids of the amino acid sequence acid sequence contained in figure 1 would 
apply as prior art. The following prior art is applied. 

18. Claims 1-3, 5-6 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Lamerdin et al. 1998 (Direct submission: AC005339). Claims 1-2, 5-6 and 8 are 
relied upon as above. 

Lamerdin et al. disclose genomic cosmid R33729 which is an isolated 
polynucleotide encoding amino acids from about 106 of the amino acid sequence 
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contained in figure 1 (which is SEQ ID NO: 2). The cosmid of Lamerdin et al. comprises 
about 10 and about 50 contiguous nucleotides from the coding region of SEQ ID NO: 1 
(see attached alignment, for example, nucleotides that encode amino acids from 
position 32 to positions 46 are about 50 contiguous nucleotides). The isolated 
polynucleotide of Lamerdin et al. encodes a polypeptide wherein except for at least one 
conservative amino acid substitution, addition or deletion said polypeptide has an amino 
acid sequence selected from the group consisting of amino acids from about 1 (and 
about 2) to about 188 of SEQ ID NO: 2 (the amino acid sequence contained in Figure 1) 
(see attached alignment for depiction of conservative amino acid substitutions). 
Therefore, Lamerdin et al. anticipate the instant invention as set forth in claims 1-3, 5-6 
and 8. 

19. Claims 1, 6-8 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Goltsev et al. 1997 (Journal of Biological Chemistry, Vol. 272 (32): 19641-19644). 
Claims 1 , 6 and 7 are relied upon as above. 

Goltsev et al. disclose the cloning, by reverse transcription, of nucleic acid 
sequences that encode mouse a and p CASH proteins from expressed mRNA (thereby 
disclosing cDNA clones) (pg. 19641, bottom of col. 1; col. 2, "Experimental 
Procedures"). The isolated polynucleotides Goltsev et al. comprise a polynucleotide 
encoding amino acids from about 19 of the amino acid sequence contained in figure 1 
(see the amino acid alignment provide by Applicant in Figure 2 which depicts the about 
19 amino acids encoded by mouse a and p CASH that are also encoded by the 
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instantly claimed polynucleotide). The isolated polynucleotide of Goltsev et al. encodes 
a polypeptide wherein except for at least one conservative amino acid substitution, 
addition or deletion the polypeptide of Goltsev et al. has an amino acid sequence 
selected from the group consisting of amino acids from about 19 of SEQ ID NO: 2 (the 
amino acid sequence contained in Figure 1) (see alignment in Applicant's Figure 2 for 
depiction of conservative amino acid substitutions between mouse CASH and SCC-S2). 
Therefore, Goltsev et al. anticipate the instant invention as set forth in claims 1 and 6-8. 



Conclusion 

20. No claims are allowed. 

21 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jon B. Ashen whose telephone number is 571-272- 
2913. The examiner can normally be reached on 7:30 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
acting supervisor, Andrew Wang can be reached on 571-272-081 1 . The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571) 272-0547. 

Patent applicants with problems or questions regarding electronic images that 
can be viewed in the Patent Application Information Retrieval system (PAIR) can now 
contact the USPTO's Patent Electronic Business Center (Patent EBC) for assistance. 
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Representatives are available to answer your questions daily from 6 am to midnight 
(EST). The toll free number is (866) 217-9197. When calling please have your 
application serial or patent number, the type of document you are having an image 
problem with, the number of pages and the specific nature of the problem. The Patent 
Electronic Business Center will notify applicants of the resolution of the problem within 
5-7 business days. Applicants can also check PAIR to confirm that the problem has 
been corrected. The USPTO's Patent Electronic Business Center is a complete service 
center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It 
also enables applicants to view the scanned images of their own application file 
folder(s) as well as general patent information available to the public. For all other 
customer support, please call the USPTO Call Center (UCC) at 800-786-9199. 
Jba 
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